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Bef or e Seeher man, Bucher and Wal sh, Adm nistrative
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Opi nion by Wal sh, Adm nistrative Trademark Judge:

On Septenber 10, 2002, HSI Service Corp. (applicant)
filed an intent-to-use application to register CRI TERI ON on
the Principal Register in standard character formfor
“gloves for nedical, dental and veterinary use.” Applicant
later filed its anmendnent to allege use claimng first use
of the mark and first use of the mark in comerce on March

1, 200S.
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The exam ning attorney refused registration under
Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), in
view of current Registration No. 2,528,119, issued January
8, 2002, for CRITERION in standard character formfor:

ARTI FI Cl AL RESPI RATORY APPARATUS AND | NSTRUMENTS,

NAMELY, CONTI NUOUS PCSI TI VE Al RMAY PRESSURE REGULATORS

AND POSI Tl VE PRESSURE VENTI LATI ON DEVI CES FOR

REGULATI NG PRESSURE AND Al R AND GAS FLOW DURI NG A

BREATHI NG CYCLE, MONI TORS FOR MONI TORI NG RESPI RATORY

PRESSURE AND Al R AND GAS FLOW DELI VERED AND EXHALED

DURI NG A BREATHI NG CYCLE AND PULSE OXI METRY DEVI CES;

NEBULI ZERS; MASKS USED FOR ADM NI STERI NG RESPI RATORY

THERAPY AND ANESTHESI A; | NHALERS; MEDI CAL TUBI NG USED

FOR DELI VERI NG RESPI RATORY GASES; AND PARTS AND

FI TTINGS FOR ALL THE AFORESAI D GOODS.

The exam ning attorney issued a final refusal and
appl i cant appeal ed. For the reasons stated bel ow, we
affirm

Section 2(d) of the Act precludes registration of an
applicant’s mark “which so resenbles a mark registered in
the Patent & Trademark Office . . . as to be likely, when
used on or in connection with the goods of the applicant,

to cause confusion . . .” |ld. The opinioninlinre E I

du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1977) sets forth the factors we may consider in
determ ning |ikelihood of confusion. W nust detern ne
whet her there would be a likelihood of confusion by

wei ghing all of the evidence bearing on those factors in

each case according to the unique circunstances of each
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case. Id., 177 USPQ at 567. W discuss below the factors
rel evant here.

Conpari son of the Marks

Appl i cant agrees that the marks of the parties are
identical. Applicant’s Reply Brief at 1. Applicant does
argue, though, that “since the marks at issue are used with
their respective owner’s conpany nane and house mark, any
I'i kel i hood of confusion as to the source of the goods is
further prevented.” Applicant’s Brief at 8. Neither the
application nor the cited registration include a conpany
name or house mark. Both marks consist of CRI TERI ON only.
As the exam ning attorney points out, the cases cited by
appl i cant discussing the effect of house marks involve
i nfringenment actions, not an ex parte proceeding related to
registration. Those cases are not relevant here.

We nust restrict our consideration to the marks as
they appear in the application and registration. |If the
registration should issue to applicant, it would entitle
applicant, as it does the registrant, to certain
presunptions, including a presunption of the registrant’s
“exclusive right to use the registered mark in commerce”
under Section 7(b) of the Trademark Act, 15 U S. C.

8§ 1057(b). This presunption would apply whether the

registered mark is used by itself or with other el enents.
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Accordi ngly, we cannot consi der conpany nanes, house narKks,
or other potentially distinguishing elenments, which may be
used with either mark but are not included in the mark in
the application or registration. Therefore, we concl ude
that the marks are identical for purposes of our

determ nation here. This weighs significantly in favor of

the position taken by the exam ning attorney. Antor, Inc.

v. Antor Indus., Inc., 210 USPQ 70, 78 (TTAB 1981).

Conpari son of the Goods and Channel s of Trade

Applicant’s principal argunents relate to alleged
di fferences between the goods and the channels of trade for
t he goods of applicant and registrant. Applicant argues
that its goods, “inexpensive, disposable one-tine use
infection control products,” differ fromregistrant’s
“sophi sticated and highly specialized equi pnent.”
Applicant’s Brief at 3. Applicant al so argues that
applicant and registrant enploy distinct distribution
channels. Applicant states that it sells its goods “via
its own distribution network, e.g., nmail order and online
ordering and tel ephone sales.” Id. at 7. Applicant states
further, "that expensive and specialized respiratory
equi pnent often are sold via sales representatives, rather

than online and tel ephone sal es, because of the

sophi stication of the product.” |d. at 8.
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The exam ning attorney first correctly points out that
the focus of the inquiry is not the Iikelihood of confusion
bet ween the goods, but rather the source of the goods,

citing In re Rexel Inc., 223 USPQ 830, 831 (TTAB 1984). He

argues further that the goods of the applicant and
registrant are related as illustrated by “the frequency
with which they are sold under the sanme mark.” Exam ni ng
Attorney’s Brief at 3.

To support his position the exam ning attorney has
provi ded copies of nunmerous registrations claimng use of
the same mark on the types of goods identified in both the
application and the cited registration. Anong those are
the foll ow ng:

Reg. No. 2,598,178 for ALLEAQ ANCE & design, for goods
i ncl udi ng “oxygen and respiratory masks” and “nedi cal,
surgical, industrial |aboratory and general purpose

gl oves”;

Reg. No. 2,131, 738 for NEUROVEDI CAL SUPPLI ES, | NC.
for goods including “nmedical gloves” and “respiration
nmoni tors”;

Reg. No. 2,032,589 for MEDI C MASTER and design, for
goods including “gloves for nedical use” and “nonitors
(respiration)”;

Reg. No. 1,833,258 for CHEMOPROTECT, for goods
i ncludi ng “nedi cal products used for chenot herapy,
nanely, . . . gloves” and “respiratory masks”;

Reg. No. 2,009,884 for Quadned, Inc. and design, for
goods including “anesthetic masks,” “respiration

moni tors” and “nedi cal exam nation and surgical gl oves
and gowns”;
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Reg. No. 1,520,736 for THE BEST OF HEALTH, for goods
i ncluding “apparatus for artificial respiration” and
“di sposabl e gl oves for nedical use”;

Reg. No. 1,890,355 for ASTRA, for goods including
“medi cal goods, nanely, . . . gloves” and “inhaler to
assi st in inhaling pharmaceutical products”;

Reg. No. 2,062,719 for LICA MEDI CAL PRODUCTS INC., for
goods including “nebulizers” and “l atex exam nation

gl oves”;

Reg. No. 1,025,682 for MEDI - PAK, for goods including
“l atex exam gl oves, procedure gloves, vinyl exam

gl oves” and “nebul i zers”;

Reg. No. 2,640,015 for NOVAPLUS and design, for goods
i ncl udi ng “exam gl oves” and “anest hesi a masks”;

These registrations are not evidence that these marks
are in use, but they are of sone probative value and do
i ndicate that the goods of applicant and registrant are of
a type which may emanate fromthe sane source. In re TS|

Brands Inc., 67 USPQ2d 1657, 1659 (TTAB 2002); In re Al bert

Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993).

The registrations provided by the exam ning attorney
al so indicate nore broadly that the sane mark has been
regi stered for nedical equi pnent and supplies ranging from
goods which are | ess specialized and | ess expensive to
goods which are nore specialized and nore expensive. The
registrations also illustrate that the sanme mark has been
regi stered for nmedical gloves along with nore specialized

products in a variety of nedical fields.
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Al so, while applicant has characterized the goods in
the cited registration as highly specialized and very
costly, that characterization may not apply to all of the
goods listed. For exanple, nebulizers, inhalers, masks and
tubing may be | ess expensive than nonitors. Sone of these
goods al so may be replaced with sone frequency. W thout
further evidence as to the nature and cost of these itens
we do not assune that all of the goods identified in the
registration are highly specialized and very costly.

Applicant also points out that it is “a Fortune 500
conpany and the |argest distributor of healthcare products
to office-based practitioners in the conbined North
Anerican and European markets with sal es reaching $3.4
billion in 2003.” Applicant’s Brief at 8-9. Applicant has
only provided the pages fromits catalog related to nedi cal
gl oves, however. Nonetheless, in viewof its substanti al
sales volune and its | eading position in the distribution

of “healthcare products,” the record suggests that
applicant itself offers a range of nedical products and,
therefore, that a variety of healthcare products may cone
froma single source.

Appl i cant has al so argued that the registrant has

previously stated that its products are not related to

“di sposabl e infection control products” in the process of
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securing the cited registration. Applicant’s Brief at 4.
Regi strant made these statenents in argunents it nade to
the PTOin 1999. The exam ning attorney has argued, and we
agree, that we should not rely on argunents nade nore than
five years ago with respect to different circunstances,
including different parties and different goods, than those
at issue here.! Likew se, we reject applicant’s suggestion
that, for purposes of our determ nation here, we consider
the representations registrant made at that sanme tinme with
regard to its trade channel s.

Accordingly, after considering all of the rel evant
evi dence of record, we conclude that the goods of the
applicant and registrant are rel ated.

Wth regard to the channels of trade for the goods,
neither the application nor the registration include any
restrictions as to the channels of trade. As we indicated
above, applicant has indicated that its own channels of
trade and those of the registrant are sonehow restricted.
We nust consider the goods as described in the application
and registration and, in the absence of any restrictions in

t he channels of trade in either the application or

! The goods in the prior registration for CRITERI ON cited

agai nst the regi strant were “di sposabl e paper infection contro
products for hospital, nedical and/or dental use; nanely, gowns,
exam nation table paper, bibs, tray covers.” This registration
| apsed before the registration cited here issued.
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registration, assune that they travel in all trade channels

appropriate for such goods. OCBS Inc. v. Mrrow, 708 F.2d

1579, 218 USPQ 198, 199 (Fed. Cir. 1983); Inre Melville

Corp., 18 USPQ2d 1386, 1388 (TTAB 1991). Furthernore, on
bal ance, the evidence of record indicates that the goods of
applicant and registrant could travel through the sane or
over | appi ng channel s of trade. Accordingly, we conclude
that the channels of trade of the applicant and registrant
are the sane or overl appi ng.

Sophi sti cati on of Purchasers

Appl i cant has al so argued that the purchasers of both
applicant’s and especially registrant’s goods are
sophi sticated and, therefore, |ess prone to confusion.
Applicant’s Brief at 6. W note again that registrant’s
products appear to vary in conplexity and cost. W do not
assune that all of registrant’s goods are very specialized
and very costly. Neither are we prepared to assune that
all of the purchasers of applicant’s goods are highly
sophisticated. On this record, we cannot assune that
applicant’s goods, nor that all of the registrant’s goods,
are necessarily purchased by high-1level nedical
professionals. Also, as we have noted many tines, even
sophi sticated purchasers are not i mune fromtrademark

confusion. In re Pellerin MInor Corp., 221 USPQ 558, 560
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(TTAB 1983). This is particularly the case where, as here,

the marks are identical. In re Total Quality Goup Inc.

51 USPQ2d 1474, 1477 (TTAB 1999). Accordingly, we concl ude
that the sophistication of relevant purchasers does not
di m nish the likelihood of confusion in this case.

Simlar Marks In Use on Sim |l ar Goods

Applicant has also argued that the cited registered
mark is weak as a result of third-party use. Applicant’s
Brief at 6. However, applicant only refers to one
potential use of CRITERION in a relevant field, that is,
Regi stration No. 799,609 for CRITERION for “artificial
teeth.”? |d. Evidence of use in other fields has no

bearing on the strength or weakness of the mark in the

nmedi cal products field. Inre Melville, 18 USPQ2d at 1389.

Furthernore, as we have noted previously, prior

regi strations, by thenselves, are not evidence that a mark
isinuse. 1d. at 1388. Most inportantly, a single
potential use in a relevant field is insufficient to
establish that a mark is weak, particularly a mark such as

CRI TERI ON, which appears to be arbitrary. Id. at 1389.

Z«Artificial teeth” are nmore closely related to applicant’s
goods than registrant’s goods in any event. Consequently, any
effect on the strength of registrant’s mark, the issue at hand,
is nore renote

10
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Therefore, we reject applicant’s argunent that CRITERION is
a weak mark in the nmedical products field.

Act ual Conf usi on

Appl i cant has al so argued that there has been no
actual confusion. Applicant’s Brief at 5. There is no
i ndi cation here that there has been a true opportunity for
actual confusion to occur. Applicant’s mark has only been
in use since March 1, 2003, and we have no evidence as to
the extent of applicant’s use or registrant’s use.
Furthernore, we have consistently declined to accord any
wei ght to representations regardi ng the absence of actual
confusion in an ex parte proceeding where the registrant

has no opportunity to respond. 1In re Kangaroos U S A, 223

USPQ 1025, 1026-27 (TTAB 1984). Therefore, we do not
ascribe any weight to applicant’s contention that there has
been no actual confusion for the purpose of our

determ nation of |ikelihood of confusion in this case.

I n concl usi on, we have wei ghed all evidence related to
the du Pont factors regarding |ikelihood of confusion
presented in this case and determ ned that there is a
i kelihood of confusion between applicant’s nmark and the
cited mark. The principal factors dictating this result

are the fact that the marks are identical and the goods of

11
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applicant and registrant, as identified, are related and
travel in the same or overl appi ng channels of trade.
Decision: The refusal to register applicant’s mark on

the ground of |ikelihood of confusion is affirned.

12



